United State^K^tent and Trademark Office 



UMIKUSI A ] KS ItKCAKi.MKNT* *F < '< »MMKH'.'K 
United St«tL-» I'uU-iU ;.nd Trademark * Mtue 
A«l«li i>s» v'< <MM1SS1> >NhK < >K FATCNTS AN I J Tii AI u:,MAJv KS 
W.-ishiriRton h 'li-i I 

WWW U*J'U< k<jv 



APPLICATION NO 


HUNG DAIT 


FIRST NAMID INVHNiOR 


ATTORN HV DOCKHT NO. 


CON IT RM ATI ON NO. 


09/623.414 






1 1, OX, 2000 


Michel Costantini 


022701-879 




21839 


7.5 W 


()3 31 2003 









BURNS DOANE SWECKER & MATHIS LLP 
POST OFFICE BOX 1404 
ALEXANDRIA, VA 22313-1404 



HXAMINHR 



GITOMER, RALPH J 



ART UNIT 



PAPbR N L MBLR 



1651 

DATE MAILED: 03/3 1/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 
09/623,414 



Applicant(s) 



Costantini et al. 
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Ralph Gitomer 
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The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

THE MAILING DATE OF THIS COMMUNICATION. 

Extensions of time may be available under the provisions of 37 CFR 1 . 1 36 ia). !n no event, however, may a reply be timely filed after SIX (6} MONTHS from the 
mailing date of this communication. 

!f the period far reply spectfied above is less than thirty (30) days, a reply wrthin the statutory minimum of thirty (30! days will be considered timely 

If NO period for reply is specified above, the maximum statutory penod will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period tor reply will, by statute, cause the application to become ABANDONED (3b U.S.C. § 133), 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704;bj. 

Status 

1 ) X Responsive to communication(s) filed on Dec 30, 2002 

2a) X This action is FINAL. 2b) 
3 



This action is non-final. 



Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
dosed in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

Disposition of Claims 

4) X Claim(s) 1-23 is/are pending in the application. 



4a) Of the above, ciaim(s) 
Claim(s) 



6)X Claim(s) 1-23 

1) \ Claim (s) 

8) Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 

9); The specification is objected to by the Examiner. 

The drawing(s) filed on is/are a) \ 



10)L 



accepted or b) J objected to by the Examiner. 



11) 



Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
The proposed drawing correction filed on is: a)— approved bl-J disapproved by the Examiner. 



If approved, corrected drawings are required in reply to this Office action. 

12) __ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) - Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a) All b) Some* c) None of: 

1 . : Certified copies of the priority documents have been received. 

2. Certified copies of the priority documents have been received in Application No. 

3. Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
a) The translation of the foreign language provisional application has been received. 

15) Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 121. 

Attachment(s) 

I! _ Notice of References Cited ;PTO-892! 4] Interview Summary (PTO-413) Paper Nofsl. 

2} Notice of Drattsperson s Patent Drawing Review (PTO-948) 5) Notice of Informal Patent Application (PTO-1 52) 

3) Information Disclosure Statementis) (PTO-1449) Paper No(s). 6) Other: 
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The response received 12/30/2002 has been entered and claims 
1 23 are currently pending in this application. 

All rejections of record of claims 1-23 are maintained. 

mv, ~ ^ v-~, „ -^^^oo^^o^ fnnnc on fhp rl aimed limitation in 

claim 1(d) regarding purification of the product with either 
reduction or oxidation which is not specifically taught by the 
primary reference, Fache . And the other cited references are not 
properly combinable with Fache for various reasons such as the 
10 different syntheses generate different impurities which would 

then require different purification steps. 

It is the examiner's position that Fache discusses 
purification in column 3, the cyclohexane solution is 
reintroduced into a cyclohexane oxidation operation. The 
15 catalyst is recovered and recycled in a further oxidation 

reaction of cyclohexane to adipic acid. In claim 15 the 
compounds distilled are recycled in a further oxidation reaction. 
This would imply unreacted starting material, cyclohexane, in the 
product mixture can then be oxidized to form the desired product. 
20 All the secondary references teach various methods of oxidizing 

the product mixture to produce more adipic acid and/or more pure 
adipic acid. The addition of a method step known to purify a 
product mixture with the expected results would have been 
obvious. Employing activated carbon for separating or purifying 
25 is old in this art. 
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Applicants' failure to consider the references together is 
inappropriate in view of the fact that the rejection was made 
under 3 5 U.S.C. § 103, on the basis of what the combined 
teachings of the references would have suggested to one of 
5 ordinary sKili m Lne iexcvam- ^ , — u~~ i__ 

102, on the basis of anticipation by any of the individual 
references . 

THIS ACTION IS MADE FINAL. Applicant is reminded of the 
10 extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. in the event a first reply is filed within TWO MONTHS of 
the mailing date of this final action and the advisory action is 
15 not mailed until after the end of the THREE-MONTH shortened 

statutory period, then the shortened statutory period will expire 
on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1.136(a) will be calculated from the mailing 
date of the advisory action. In no event, however, will the 
20 statutory period for reply expire later than SIX MONTHS from the 

mailing date of this final action. 



25 
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Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Ralph 
Gitomer whose telephone number is (703) 308-0732. The examiner 
can normally be reached on Tuesday- Friday from 8:00 am - 5:00 pm. 
c: Tlno Dvam]_n or Can a 1 S o be reached on alternate Mondays. If 

attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Michael Wityshyn can be reached on (703) 
308-4743. The fax phone number for this Art Unit is (703) 308 - 
4556. Any inquiry of a general nature or relating to the status 

10 of this application should be directed to the Group receptionist 

whose telephone number is (703) 308-1235. For 24 hour access to 
patent application information 7 days per week, or for filing 
applications electronically, please visit our website at 
www.uspto.gov and click on the button ^Patent Electronic Business 

15 Center^ for more information. 
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Ralph Gitomer 
Primary Examiner 
Group 1651 



